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1 DETAILED ACTION 

2 

3 This action is in response to the communication filed on 11/1 4/1 1 . 

4 All objections and rejections not set forth below have been withdrawn. 

5 Claims 1 , 4 - 6, 8, 9, and 11 - 1 6 are pending. 
6 



7 Priority 

8 

9 Applicant cannot rely upon the foreign priority papers to overcome this rejection 

1 0 because a translation of said papers has not been made of record in accordance with 

11 37CFR1.55. See MPEP § 201.15. 
12 

1 3 Specification 

14 

1 5 The specification is objected to as failing to provide proper antecedent basis for 

1 6 the claimed subject matter. See 37 CFR 1 .75(d)(1 ) and MPEP § 608.01 (o). Correction 

1 7 of the following is required: 

1 8 The specification fails to provide proper antecedent basis for the recitations the 

1 9 amendment of 7/1 9/1 1 for a "terminal controller that sends to the contents supplying 

20 server apparatus a permission request..." (e.g. see claim 1 ; and essentially similar 

21 recitations found within claims 9, 15). 
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1 Regarding the applicant's added recitation of a "terminal controller", the examiner 

2 respectfully notes that applicant's originally filed specification disclosed separate and 

3 distinct elements of a "sending section" (e.g. see original claims 1 and 6), a "receiving 

4 section" (e.g. see original claims 1 and 6; also see present claim 6), and a "terminal 

5 controlling section" (e.g. see original claims 1 and 6). Analysis of applicant's originally 

6 filed specification would suggest that the originally recited "sending section" and 

7 "receiving section" would correspond to applicant's disclosure of the terminal's 

8 communication interface, which is a system element adapted with portions to send and 

9 receive (e.g. see figure 1 B:8). Furthermore, the originally recited "terminal controlling 

1 0 section" would clearly appear to correspond to the originally disclosed CPU within the 

1 1 terminal (e.g. see figure 1 B:1 ). 

1 2 However, at present, it appears the applicant is replacing each of the separate 

1 3 and distinct recitations of a "sending section" and "terminal controlling section" with the 

1 4 single recitation of "terminal controller". Applicant argues that, even though the term 

1 5 "terminal controller" does not appear within applicant's original disclosure, one of 

1 6 ordinary skill in the art would understand that the originally recited "sending section" is 

1 7 the equivalent to the originally recited "terminal controlling section". Furthermore, 

1 8 applicant argues that one of ordinary skill in the art would additionally recognize that 

1 9 each of the "sending section" and "terminal controlling section" are themselves 

20 equivalent to the disclosed "CPU 1 ", now recited within the claim as a "terminal 

21 controller" (e.g. see Remarks, 11/14/11, pg. 6). 
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1 However, applicant's explanation raises further question as to why then is the 

2 originally claimed "receiving section" not also asserted by the applicant to be the 

3 equivalent to the disclosed "CPU 1" (now recited as the "terminal controller")? Instead, 

4 the applicant continues to claim the "receiving section" as separate and distinct from the 

5 claimed "terminal controller" (e.g. see claim 6). The examiner respectfully notes that if 

6 one of ordinary skill in the art would have understood each of the originally recited 

7 "sending section" and "terminal controlling section" to be equivalent to the "terminal 

8 controller", then one of ordinary skill in the art would have also understood the recited 

9 "receiving section" to be equivalent to the "terminal controller". 

1 0 Thus, the examiner respectfully maintains that clear support and basis for the 

1 1 amendment of 7/1 9/1 1 , for replacing each of the recitations of a "sending section" and 

1 2 "terminal controlling section", but not the recitation of the "receiving section", with the 

1 3 single recitation of "terminal controller", appears to be lacking. 
14 



1 5 Claim Objections 

16 

1 7 Claim 6, it is objected to for comprising the incorrect status identifier of "Currently 

1 8 Amended". The examiner notes that there does not appear to be any amendments 

19 made to the claim. 

20 Appropriate correction is required. 
21 

22 



Application/Control Number: 10/672,692 
Art Unit: 2437 



Page 5 



1 Claim Rejections - 35 USC §112 

2 

3 The following is a quotation of the first paragraph of 35 U.S.C. 112: 

4 The specification shall contain a written description of the invention, and of the manner and process of 

5 making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 

6 art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 

7 set forth the best mode contemplated by the inventor of carrying out his invention. 
8 

9 Claims 1 , 4 - 6, 8, 9, and 11 - 1 6 are rejected under 35 U.S.C. 112, first 



1 0 paragraph, as failing to comply with the written description requirement. The 

1 1 claim(s) contains subject matter which was not described in the specification in such a 

1 2 way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the 

1 3 time the application was filed, had possession of the claimed invention. Applicant has 

14 not pointed out where the new (or amended) claim is supported, nor does there appear 

15 to be a written description of the claim limitations in the application as filed (see above 

1 6 objection to the specification). 

17 
18 



1 9 The following is a quotation of the second paragraph of 35 U.S.C. 112: 

20 The specification shall conclude with one or more claims particularly pointing out and distinctly 

21 claiming the subject matter which the applicant regards as his invention. 
22 

23 Claims 1 , 4 - 6, 8, 9, and 1 1 - 1 6 are rejected under 35 U.S.C. 1 1 2, second 

24 paragraph, as being indefinite for failing to particularly point out and distinctly 

25 claim the subject matter which applicant regards as the invention. 

26 Specifically, regarding claims 1 , 6, 9, and 16, they are rejected as unclear as the 

27 amended recitation of a "terminal controller" is indeterminate in scope. Specifically, the 

28 examiner respectfully notes that applicant's originally filed specification disclosed 
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1 separate and distinct elements of a terminal, comprising a "sending section", a 

2 "receiving section" and a "terminal controlling section" (e.g. see original claims 1 and 6). 

3 While applicant argues that each of the "sending section" and "terminal controlling 

4 section" would have been obviously interpreted as the presently recited "terminal 

5 controller", the applicant fails to explain why the presently recited "receiving section" 

6 would not also be obviously equated to the presently recited "terminal controller" (see 

7 Remarks, 11/1 4/1 1 , pg. 6). Thus, the examiner respectfully notes that the metes and 

8 bounds of the newly recited "terminal controller" is indeterminate, as the applicant's 

9 explanation and present claims appear inconsistent and the term "terminal controller" is 

1 0 not found to be explained within the applicant's specification as originally filed. 

1 1 Furthermore, in view of the applicant's present arguments, it is noted that term 

1 2 "receiving section" (e.g. see claim 6) has been rendered indeterminate in scope. 

13 Specifically, the recited "receiving section" (e.g. see original claims 1 and 6; also see 

1 4 present claim 6), similar to the originally recited "sending section" (e.g. see original 

1 5 claims 1 and 6), would logically have been understood by one of ordinary skill in the art 

1 6 to correspond to applicant's disclosure of the terminal's communication interface (a 

1 7 system element adapted with portions to send and receive - e.g. see figure 1 B:8). 

1 8 However, the applicant's present argument and accompanying claims appear 

1 9 inexplicably present the notion that the recited "sending section" is to be interpreted to 

20 be CPU, however, the recited "receiving section" should not be interpreted to be a CPU. 
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1 For the purpose of examination, including the application of prior art, the 

2 examiner interprets the claimed "terminal controller" and the "receiving section" to each 

3 correspond to the originally disclosed CPU within the terminal (e.g. Fig. 1 B:1 ). 
4 

5 Depending claims are rejected by virtue of dependency. 

6 

7 

8 Claim Rejections - 35 USC § 102 

9 

1 0 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 

1 1 form the basis for the rejections under this section made in this Office action: 

12 A person shall be entitled to a patent unless - 

1 3 (b) the invention was patented or described in a printed publication in this or a foreign country or in public 

1 4 use or on sale in this country, more than one year prior to the date of application for patent in the United 

1 5 States. 
16 

1 7 Claims 1 , 4 - 6, 8, 9, and 1 1 - 1 6 are rejected under 35 U.S.C. 1 02(b) as 

1 8 being anticipated by Nozaki et al., (Nozaki), US Patent Publication 2002/0036800 

19 A1. 

20 

21 Regarding claim 1 , Nozaki discloses: 

22 A contents supplying server apparatus that supplies contents for downloading via 

23 a communication network (e.g. Nozaki, fig. 2:1 ; see also figs. 12-14, par. 220-221 ); 

24 and a plurality of information processing terminals associated with a user, 

25 contents from the contents supplying server apparatus being downloadable to each 
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1 information processing terminal from the contents supplying server apparatus via a 

2 communication network (e.g. Nozaki, fig. 2:2a, 2b, 3, 5, 6; par. 13,14, 40, 48 - herein 

3 the Nozaki discloses the prior art feature of a user possessing a plurality of "information 

4 processing terminals", wherein the "information processing terminals" [e.g. Nozaki, 2: 

5 2a, 2b] are each connected to "a communication network" and may be used to 

6 download "contents" from a "contents supplying server apparatus"), 

7 wherein the contents supplying server apparatus comprises: a server storing 

8 device storing, together with numerous contents, user information for the user, 

9 including user ID information representing a plurality of information processing terminals 

1 0 associated with the user and contents purchase information comprising contents ID 

1 1 information and copy control data, wherein the copy control data includes a total 

1 2 number of times the downloaded contents are allowed to be copied to an external 

1 3 apparatus or recording medium (e.g. Nozaki, fig. 3:8, see also fig. 1 3,1 4, par. 220,221 - 

14 herein Nozaki discloses a server storing device for storing content, user id information, 

1 5 and content purchase information ; e.g. Nozaki, par. 1 1 3, 1 90, 21 2-21 5, see also, par. 

1 6 63,73,80 - herein Nozaki discloses that the server apparatus is provided with copy 

1 7 control data indicating the maximum allowed copies as dictated by a copyright holder); 

1 8 and a server controller that in response to a copy permission request from the 

1 9 user via one of the information processing terminals: supplies the copy control data of 

20 the user to the one information processing terminal (e.g. Nozaki, par. 62, 63, 1 05-1 07, 

21 113,1 46, 1 47 - it is herein noted that Nozaki discloses that one of the information 

22 processing terminals receives the copy control data), and decrements the total number 
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1 of times the downloaded contents are allowed to be copied from any of the information 

2 processing terminals associated with the user (e.g. Nozaki, par. 62, 63, 1 05-1 07, 1 1 3, 

3 207, 21 2 - 21 3 - herein Nozaki discloses that the server's copy control data is amended 

4 until it reaches zero, at which point the server must re-order), 

5 wherein each of the information processing terminals comprises: a terminal 

6 storing device that stores the downloaded contents from the contents supplying server 

7 apparatus (e.g. Nozaki, fig. 4:21 ); 

8 and a terminal controller that sends, via a communication interface, to the 

9 contents supplying server apparatus a copy permission request (e.g. Nozaki, par. 77; 

1 0 fig. 4:36, 28) for copying the downloaded contents to the external apparatus or 

1 1 recording medium each time before the downloaded contents are to be copied to the 

1 2 external apparatus or recording medium (e.g. Nozaki, par. 1 00, 1 1 3, 1 41 ; fig. 1 ). 

1 3 Herein, the examiner notes that the prior art anticipates the recited structure of a 

14 "terminal controller", argued on record by the applicant to be a CPU (e.g. see Nozaki, 

1 5 fig. 3:9). However, for the applicant's benefit, the examiner notes that Nozaki 

1 6 anticipates such intended use recitation. Regarding the applicant's description of an 

1 7 intended use for the "sending section", the examiner notes that Nozaki discloses a 

1 8 "sending section" that can be used to make a "copy permission" request each time a 

1 9 copy is to be made. Note, that Nozaki allows copyright holders or distribution servers to 

20 limit the copy count at their discretion, such that a user would be required to request a 

21 reuse information key before making a copy (e.g. Nozaki, par. 100, 1 13, 141 ; fig. 1 ; see 

22 also par. 146). 
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1 

2 Regarding claim 4, Nozaki discloses: 

3 wherein said server storing device stores an initial value of the copy control data, 

4 contents by contents (e.g. Nozaki, par. 63). 
5 

6 Regarding claim 5, Nozaki discloses: 

7 wherein said contents are music data (e.g. Nozaki, par. 28). 
8 

9 Regarding claims 6, 8, 9,13,1 5, and 1 6 they are program, method, and 

1 0 apparatus claims corresponding to claims 1 , 4, and 5, and they are rejected, at least, for 

1 1 the same reasons. Furthermore regarding claims 6 and 15, Nozaki discloses: 

1 2 a receiving section for receiving the copy control data of the downloaded 

1 3 contents to be copied to the external apparatus or recording medium from the contents 

14 supplying server apparatus (e.g. Nozaki, fig. 3:9; par. 78; fig. 4:30, 28); 

1 5 the terminal controller also determines whether or not to copy the downloaded 

1 6 contents to the external apparatus or recording medium based on the received copy 

1 7 control data (e.g. Nozaki, fig. 4:35; par. 76). 
18 

1 9 Regarding claims 1 2 and 1 3, they recite wherein the external apparatus is an 

20 electronic musical instrument, however, the examiner notes that "the external 

21 apparatus" is not a required limitation of the claims. Therefore, though Nozaki discloses 
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1 an apparatus capable of reproducing musical notes or sounds (e.g. Nozaki, par. 44), it 

2 is not necessary to address this recitation. 

3 The examiner respectfully suggests that the applicant explicitly limit the 

4 apparatus of claim 1 and the system of claim 6 as comprising the recited electronic 

5 musical instrument. 

6 Regarding claim 14, the examiner notes that Nozaki discloses an apparatus 

7 capable of reproducing musical notes or sounds (e.g. Nozaki, par. 44). 
8 

9 

1 0 Response to Arguments 

11 

12 Applicant's arguments filed 11/14/11 have been fully considered but they are not 

13 persuasive. 
14 

1 5 Applicant argues essentially that: 

16 ...Applicant again traverses this rejection essentially for the reasons stated in the 

1 7 last reply, namely that Nozaki does not disclose or teach at least the claimed feature 

1 8 (1 )(B)(ii) and (2) outlined below. 
19 

20 Again, applicant notes that none of the passages relied upon by the examiner 

21 supports the examiner conclusion that Nozaki's copy count setting section (software) 22 
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1 manages the decrementing of the copy count each time the user copies the 

2 downloaded contents. 
3 

4 ... Nozaki does not disclose anywhere that the server changes the count 

5 information or keeps track of copy count information or that the PC sends the 

6 count information to the server each time it copies the already downloaded music 

7 contents. The examiner has yet to controvert this with real supporting evidence. 
8 

9 (Remarks, pg. 6-8) 

10 

1 1 The examiner respectfully responds: 

1 2 The examiner respectfully disagrees. The prior art clearly shows that the server 

13 comprises means to manage, including decrementing, the copy count and employs 

1 4 such means to decrement the copy count (e.g. Nozaki, fig. 3:22; par. 26, 21 2-21 3). 
15 

1 6 Applicant argues essentially that: 
17 

1 8 The examiner also asserts that Nozaki supports "the prerogative of the content 

1 9 provider to limit the copy permission to an individual copy, thus inciting the PC to 

20 request permission each time it requires a new copy," relying on paragraph 1 00, 11 3, 

21 141, 146, and Fig. 1. 
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1 Again, none of the passages replied upon by the examiner supports the 

2 examiner conclusion. If the examiner so adamantly believes that Nozaki teaches 

3 claimed feature (1 )(B)(ii) and (2) outlined above, the examiner should pinpoint exactly 

4 where and how Nozaki teaches these limitations. 

5 In sum, the examiner has yet to provide any support for, having the user PC send 

6 a copy permission request each time a copy is made in Nozaki. As previously 

7 explained, there simply is no disclosure anywhere in Nozaki for having the PC send a 

8 copy permission request each time a copy is made. The reuse request is made by the 

9 PC only after it determines that the copy count remaining is zero. (Remarks, pg. 9) 
10 

1 1 The examiner respectfully responds: 

1 2 The examiner respectfully disagrees. The prior art clearly supports the ability of 

1 3 the content provider to limit the copy permissions to an individual copy, thus inciting the 

14 PC to request permission each time it requires a new copy. There is no restriction 

1 5 whatsoever within the disclosure of Nozaki that requires a content provider to allow the 

1 6 PC more than one copy at a time (e.g. Nozaki, par. 1 00, 1 1 3, 1 41 ; fig. 1 ; see also par. 

1 7 1 46). The examiner respectfully points out that if the applicant believes that Nozaki 

1 8 requires content providers to provide content users with more than an individual copy at 

1 9 a time, it would be the burden of the applicant to prove such. 
20 

21 
22 
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1 Conclusion 

2 

3 The prior art made of record and not relied upon is considered pertinent to 

4 applicant's disclosure: 

5 See Notice of References Cited. 

6 

7 THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

8 policy as set forth in 37 CFR 1.136(a). 

9 A shortened statutory period for reply to this final action is set to expire THREE 



1 0 MONTHS from the mailing date of this action. In the event a first reply is filed within 

1 1 TWO MONTHS of the mailing date of this final action and the advisory action is not 

1 2 mailed until after the end of the THREE-MONTH shortened statutory period, then the 

1 3 shortened statutory period will expire on the date the advisory action is mailed, and any 

14 extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 

1 5 the advisory action. In no event, however, will the statutory period for reply expire later 

1 6 than SIX MONTHS from the mailing date of this final action. 



1 7 Any inquiry concerning this communication or earlier communications from the 

1 8 examiner should be directed to JEFFERY WILLIAMS whose telephone number is 

1 9 (571 )272-7965. The examiner can normally be reached on 9:30-5:30. 

20 If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

21 supervisor, Eleni Shiferaw can be reached on (571)272-3867. The fax phone number 

22 for the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 



2 Patent Application Information Retrieval (PAIR) system. Status information for 

3 published applications may be obtained from either Private PAIR or Public PAIR. 

4 Status information for unpublished applications is available through Private PAIR only. 

5 For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

6 you have questions on access to the Private PAIR system, contact the Electronic 

7 Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

8 USPTO Customer Service Representative or access to the automated information 

9 system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 



10 



11 
12 
13 
14 
15 
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Examiner, Art Unit 2437 
/Eleni A Shiferaw/ 

Supervisory Patent Examiner, Art Unit 2437 



